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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1, 4, 13, 16, 22, 25, and 27 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Chevron UCBO 7R 

( httD://web.archive.orq/web/20010619041214/www.chevron.com/prodserv/BaseOils/ucb 
o prop. htm ). 

As described on the webpage, Chevron UCBO 7R is a base oil with a kinematic 
viscosity of 39 mm 2 /s, a viscosity index of 135, a density of 0.834 g/cm 3 , and a flash 
point of 239-240° C, falling within the ranges recited in Claims 1, 4, 13, 16, 22, 25, and 
27. The URL of the webpage from the Internet Archive indicates that the website dates 
from 2001 , qualifying it as prior art under 35 USC 102(b). 

3. Claim 1, 7, 13, 15, 19, 21-22, 24-26, 28, and 30 are rejected under 35 
U.S.C. 102(b) as being anticipated by Garwood (U.S. Pat. No. 4,975,177) 

Garwood, in column 15 lines 1-25 (Table 2), discloses the properties of a 
lubricant basestock, which Garwood teaches in column 5 lines 24-28 may be derived 
from a Fischer-Tropsch product, as recited in Claim 7. The lubricant basestocks "1-1" 
and "3-1" have viscosity indices, kinematic viscosities, and densities falling within the 
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ranges recited in Claims 1, 7, 13, 15, 19, 21-22, and 24-26 (density = (141.5/(131.5 + 
API Gravity)). In column 14 lines 1-7, Garwood further teaches that the additives such 
as antioxidants and extreme pressure agents, as recited in Claims 28 and 30, may be 
added to the lubricant basestocks to form lubricating compositions. 



Claim Rejections - 35 USC § 103 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 2-3, 8-9, 14, 23, 29, 33, 40, 47, and 54 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Garwood in view of Richardson (U.S. Pat. No. 



6,362,136). 
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The discussion of Garwood in paragraph 3 above is incorporated here by 
reference. Garwood does not disclose a tertiary alkyl-primary amine additive, nor does 
Garwood disclose the use of the composition as a gear oil. 

Richardson, in column 10 lines 1-14, describes a tertiary alkyl-primary amine 
additive for a mineral oil-based lubricant composition. Richardson teaches in column 10 
line 5 that the additive preferably contains 8 to 22 carbon atoms, strongly overlapping 
the range recited in Claim 2. In column 10 lines 12-15, Richardson teaches several 
amines (tert-octylamine, tert-decylamine, tert-dodecylamine, etc.) where the number of 
carbon atoms falls within the range recited in Claim 2. The use of the additive taught by 
Richardson in the composition of Garwood also satisfies Claims 8-9, 14, 23, and 29. In 
column 2 line 27, Richardson teaches that the amine additive (component A) is 
preferably used in an amount of 0.5 to 5% by weight of the lubricant composition, falling 
within the range recited in Claim 3. 

In Richardson's Claim 41 , the use of the lubricating composition as a gear oil is 
taught. In column 47 lines 43-47 Richardson teaches that a mineral oil may be used as 
a base oil. If the oil of Garwood is used as a base oil for a lubricant composition 
containing the additives of Richardson, the composition can therefore serve as a gear 
oil, as recited in Claims 33, 40, 47, and 54. 

It would have been obvious to one of ordinary skill in the art to include in the 
lubricant composition of Garwood a tertiary alkyl-primary amine, as taught by 
Richardson, due to its use as an anticorrosion agent and friction modifier, and it would 
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have been obvious to use the composition as a gear oil in order to reduce the amount of 
wear on gears in an engine. 

7. Claims 5, 6, 17-18, and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chevron UCBO 7R in view of Richardson. 

The discussions of Chevron in paragraph 2 above and Richardson in paragraph 
6 above are incorporated here by reference. The use of the tertiary alkyl-primary amine 
additive of Richardson in the base oil of Chevron UCBO 7R meets the conditions of 
Claims 5, 6, 17-18, and 20. 

It would have been obvious to one of ordinary skill in the art to include in the 
lubricant composition of Chevron UCBO 7R a tertiary alkyl-primary amine, as taught by 
Richardson, due to its use as an anticorrosion agent and friction modifier. 

8. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chevron 
in view of O'Rear (U.S. Pat. No. 6,627,779). 

The discussion of Chevron in paragraph 2 above is incorporated here by 
reference. Chevron discloses a Group III base oil meeting the limitations of Claim 4, but 
Chevron does not disclose a Fischer-Tropsch process. 

In column 7 lines 34-36, O'Rear teaches that Fischer-Tropsch wax, as in Claim 
10, is an "ideal feed" for the production of Group III base oils. It would have been 
obvious to one of ordinary skill in the art to produce the Chevron base oil from a 
Fischer-Tropsch product due to the above teaching of O'Rear. 
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9. Claims 11-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chevron in view of Richardson as applied to claims 5-6 above, and further in view of 
O'Rear. 

The discussion of Chevron in view of Richardson in paragraph 6 above is 
incorporated here by reference. Chevron discloses a Group III base oil meeting the 
limitations of Claim 4, but Chevron does not disclose a Fischer-Tropsch process. 

In column 7 lines 34-36, O'Rear teaches that Fischer-Tropsch wax, as in Claim 

10, is an "ideal feed" for the production of Group III base oils. It would have been 
obvious to one of ordinary skill in the art to produce the Chevron base oil from a 
Fischer-Tropsch product due to the above teaching of O'Rear. 

10. Claims 31-37 and 52-58 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Garwood in view of Ishida (U.S. Pat. No. 4,392,968). 

The discussion of Garwood in paragraph 3 above is incorporated here by 
reference. Garwood discloses a lubricating base oil that meets the conditions of Claim 
1 , and may include additives to form a lubricating oil composition. Garwood does not 
specifically disclose the types of oils recited in Claims 31-37 and 52-58. 

Ishida, in from column 1 line 65 through column 2 line 3, discloses a lubricating 
oil composition comprising an oil with a kinematic viscosity of 10 to 10,000 cST at 40° C 
and a viscosity index of not less than 80, a metal deactivator additive, and other 
lubricant additives described in column 3 lines 50-55, including some of those disclosed 
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by Garwood. The lubricating composition of Garwood fits the requirements for the base 
oil in the composition taught by Ishida. In column 3 lines 62-68, Ishida teaches that the 
lubricating composition may be used in a hydraulic oil, machine tool oil, gear oil, 
compressor oil, heat transfer oil, turbine oil, or bearing oil, as recited in Claims 31-37 
and 52-58. 

It would have been obvious to one of ordinary skill in the art to use the lubricant 
of Garwood in a hydraulic, machine tool, gear, compressor, heat transfer, turbine, or 
bearing oil in order to prevent wear to moving parts in various machines, or to impart or 
remove heat from an object. 

1 1 . Claims 38-51 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Garwood in view of Richardson as applied to claims 2-3 above, and further in view of 
Ishida. 

The discussion of Garwood in view of Richardson in paragraph 6 above is 
incorporated here by reference. Garwood in view of Richardson discloses a lubricating 
oil composition that meets the conditions of Claims 2 and 3, and may include additives 
to form a lubricating oil composition. Garwood in view of Richardson does not 
specifically disclose the types of oils recited in Claims 38-51 . 

Ishida, in from column 1 line 65 through column 2 line 3, discloses a lubricating 
oil composition comprising an oil with a kinematic viscosity of 10 to 10,000 cST at 40° C 
and a viscosity index of not less than 80, a metal deactivator additive, and other 
lubricant additives described in column 3 lines 50-55, including some of those disclosed 
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by Garwood. The lubricating composition of Garwood in view of Richardson fits the 
requirements for the base oil in the composition taught by Ishida. In column 3 lines 62- 
68, Ishida teaches that the lubricating composition may be used in a hydraulic oil, 
machine tool oil, gear oil, compressor oil, heat transfer oil, turbine oil, or bearing oil, as 
recited in Claims 38-51. 

It would have been obvious to one of ordinary skill in the art to use the lubricant 
of Garwood in view of Richardson in a hydraulic, machine tool, gear, compressor, heat 
transfer, turbine, or bearing oil in order to prevent wear to moving parts in various 
machines, or to impart or remove heat from an object. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Naitoh (U.S. Pat. 6,063,741) discloses base oils meeting the limitations of Claim 

1, and some additional lubricant additives. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Goloboy whose telephone number is 571-272- 
2476. The examiner can normally be reached on M-F 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JCG 




